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APPLICANT'S REMARKS FOR PRE- APPEAL BRIEF REQUEST FOR REVIEW 



Sir: 

The Panel is now faced with the task of determining whether the Examiner has 
factually supported a prima facie cases of anticipation. Applicant prays that the Panel, 
upon an objective review of the facts set forth herein, will reach the conclusion that this 
case is not in condition for appeal. Rather, there are unresolved issues in this case that are 
not bona fide matters for appeal, but which must be resolved before this case is in 
condition for appeal. 
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IT IS CLEAR ERROR THAT THE EXAMINER HAS NOT ESTABLISHED A PRIMA 
FACIE CASE OF ANTICIPATION OVER LUBBERS '643 BY FAILING TO 
SUBSTANTIATE EVIDENCE THAT IT IDENTICALLY DISCLOSES ALL THE 
RECITED FEATURES OF INDEPENDENT CLAIMS I, 8 AND 15 

Independent claims 1, 8, and 15 recite first information and first data that are stored 
with each other (or that accompany each other). Particularly, pertinent excerpts of these 

claims are as follows: 

storing first information with first data.... 
(excerpt of claim 1, emphasis added) 

accompanying first information with first data.... 
(excerpt of claim 8, emphasis added) 

first information accompanying first data.... 
(excerpt of claim 15, emphasis added) 

Applicant has established in the record without a rebuttal by the Examiner that 
Lubbers '643 discloses data being stored with respect to blocks of allocated storage space. 
(Applicant's Response of 10/2/2006 ppg. 7-9). However, the final rejection is based on 
Lubbers '643 disclosing the information and data being depicted in the same table. 
(Advisory Action of 10/24/2006) 

Applicant has also established in the record without a rebuttal by the Examiner that 
the table of Lubbers '643 on which the Examiner relies is no more than a depiction of how 
data, both user data and parity data, is allocated among different blocks that are designated 
by logical block numbers (LBNs) across the domains in the array. Different allocated 
blocks are designated in the table for storing information about the data, such as the forced 
error (FE) bits stored in the FE block containing a bit for each LBN of the respective 
domain and indicating the reliability of the data stored in the LBNs. 

Applicant has also established in the record without a rebuttal by the Examiner that 
by storing the information with (or accompanying) the data, as in the present embodiments 
as claimed, the associated processing overhead is significantly reduced in comparison to 
the extra I/Os required for the separate seeks for the information and the data in Lubbers 
'643. (see Applicant's Response of 10/2/2006, ppg- 7-9). 

The Examiner's basis is clearly erroneous because data is stored to blocks , not to 
the table; the table is merely a depiction of how the blocks are allocated and how they 
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interrelate for purposes of data recovery. His basis is also clearly erroneous because the 
table itself expressly discloses that the information and the data are stored separately in 
different blocks. This clearly erroneous basis concludes with a clearly erroneous claim 
construction which is unreasonably broad because it ignores the plain meaning consistent 
with usage in the specification of the claim language. For example, the Examiner's claim 
construction unreasonably changes the plain meaning of first information stored with first 
data in claim 1 to "first information stored and first data," thereby effectively ignoring the 
explicitly recited claim term with. In re Morris, 43 USPQ2d 1753 (Fed. Cir. 1997). The 
same can be said for the Examiner's unreasonably broad construction of the term 
accompanying. 

Before a closing of the merits, Applicant is entitled to an evidentiary showing that 
the cited reference identically discloses all the recited features of the rejected claims. 
Applicant has argued in the record that Lubbers '643 does not identically disclose the 
recited features of the rejected independent claims. The merits of that debate cannot 
rightfully end on the basis of a clearly erroneous claim construction which reads the first 
information stored with first data of claim 1, and the accompanying first information with 
first data of claim 8, and the first information accompanying first data of claim 15, onto 
the Lubbers '643 disclosure of the information and the data being stored separately. Even 
though in Lubbers '643 they are both depicted in the same table, the table itself expressly 
discloses that they are stored separately. Such errors do not form any bona fide basis for 
an appealable issue. 

IT IS CLEAR ERROR THAT THE EXAMINER HAS NOT ESTABLISHED A PRIMA 
FACIE CASE OF ANTICIPATION OVER MORGAN '41 1 BY FAILING TO 
SUBSTANTIATE EVIDENCE THAT IT IDENTICALLY DISCLOSES ALL THE 
RECITED FEATURES OF INDEPENDENT CLAIMS 1, 8 AND 15 

Independent claim 1 recites first information directly indicates the status of the first 
data.... Applicant has established in the record without a rebuttal by the Examiner that 
Morgan '41 1 contrarily discloses code bits that do not directly indicate the status of data, 
but rather that retrospectively indicate which step in the process a fault occurred, requiring 
uie execution of complex error correction routines and human intervention in the analysis 



PAGE 7/10 ' RCVD AT 11/212006 1 :36:54 PM [Eastern Standard Time) 1 SVR:USPT0-EFXRF-2M » DNIS:2738300 ■ CSID:4052329659 « DURATION (mm-ss):03-12 



NOV-02-06 13.= 37 FROM = FSBB&T 



ID=405232S6S3 



PAGE 



-4 



thereof.(see Applicant's Response of 10/2/2006, ppg. 13-15; Morgan '41 1 col. 6 lines 26- 
36). 

Applicant has also established in the record without a rebuttal by the Examiner that 
the present embodiments as claimed employs information about the data that directly 
indicates the status of the data to the process, in order to prevent cascading errors that 
otherwise occur when the data presented to the process is unreliable, (see Applicant's 
Response of 1 0/2/2006, pg. 14). 

Independent claims 8 and 1 5 recite the first information indicates status of second 
data associated with the first data.... Applicant has established in the record without a 
rebuttal by the Examiner that Morgan '41 1 contrarily discloses code bits that are only 
associated with the data to which they are respectively appended. That is, in Morgan '41 1 
there is a one-to-one correspondence of code bits to their respective data blocks; Morgan 
'411 is wholly silent regarding its code bits being associated with any other data blocks, 
(see Applicant's Response of 10/2/2006, ppg. 16-18) 

The Examiner's claim construction is clearly erroneous in that it is unreasonably 
broad because it ignores the plain meaning consistent with usage in the specification of 
explicitly recited features of the rejected claims. For example, the Examiner's claim 
construction unreasonably changes the meaning of directly indicates the status of the first 
data to mean "indirectly indicates the status of a process step," thereby effectively ignoring 
explicitly recited claim language. In re Morris Also, the Examiner's claim construction 
unreasonably changes the meaning ol first information indicates the status of second data 
associated with the first data to mean "first information indicates the status of the first 
data," thereby effectively ignoring explicitly recited claim language. In re Morris 

Before a closing of the merits, Applicant is entitled to an evidentiary showing that 
the cited reference identically discloses all the recited features of the rejected claims. 
Applicant has argued in the record that Morgan '41 1 does not identically disclose the 
recited features of the rejected independent claims. The merits of that debate cannot 
rightfully end on the basis of the Examiner's clearly erroneous claim construction which 
reads the first information directly indicates the status of the first data... of claim 1 onto 
the Morgan '41 1 disclosure of code bits that indirectly indicate at which process step a 
fault occurred retrospectively, requiring complex error correction routines and human 
intervention in the analysis thereof. The merits of that debate also cannot rightfully end on 
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the basis of the Examiner's clearly erroneous claim construction that reads first 
information indicates the status of second data associated with the first data onto the 
Morgan '41 1 disclosure of code bits that are associated with only one block of data. Such 
errors do not form any bona fide basis for an appealable issue. 

Conclusion 

The Pre-Appeal Brief Panel must find in the underlying facts "substantial 
evidence" that adequately supports the Examiner's legal conclusion of anticipation. This 
approach is consonant with the Office's obligation to develop an evidentiary basis for its 
factual findings to allow for judicial review under the substantial evidence standard that is 
both deferential and meaningful, see In re Lee, 277 F.3d 1338, 1344 (Fed. Cir. 2002). 

For the reasons discussed above the examination resulting in mamtaining the final 
rejection is incomplete with regard to the Examiner's obligation to consider the 
patentability of the invention as claimed . 37 CFR 1.104(aXl). Also, because the final 
rejections are lacking a prima facie basis, the examination does not provide reasons for the 
rejections that are useful in aiding Applicant to judge the propriety of continuing the 
prosecution. 37 CFR 1.104(a)(2). 

This case is not in condition for appeal due to the unresolved factual issue that the 
Examiner has not substantiated the anticipatory rejection by any evidence in the record 
whatsoever, and that the basis provided is clearly erroneous because it is based on an 
unreasonably broad construction of the recited claim language. This case is not ready for 
appeal until these factual issues are resolved by the Examiner either withdrawing the 
rejection or substantiating it factually in the record. Applicant prays the Panel will re-open 
the merits of this case for that purpose. 

Resp ectful ly 

By: ^ u 

Mitchell K. M<^artfiyrISg^^iKNo. 38,794 
Randall K. McCarthy, Regis<jatioj*No. 39,297 
Fellers, Snider, Blankenship, Bailey and Tippens,P.C. 
100 N. Broadway, Suite 1700 
Oklahoma City, Oklahoma 73102 
Telephone: (405) 232-0621 
Facsimile: (405) 232-9659 
Customer No. 33900 
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